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Judicial Symposium on Intellectual Property/ TOKYO 2017
— IP Dispute Resolution in ASEAN Plus Three (Japan-China-Republic of Korea)

Ql.
According to Thai IP law, a trademark infringer shall be liable for civil liability and may be
subject to criminal penalties if the action violates the provision thereof.

In accordance with the statistic of the Central Intellectual Property and International Trade Court

of Thailand, of which the jurisdiction covers trademark case, the number of cases during the year
2014 — 2017 is indicated as follows:

Case 2014 2015 2016 2017
(until July)
Civil 70 81 106 51
Criminal 4,130 3,669 2,809 1,594
Total 4,200 3,750 2,915 1,645

Most of the Civil case involves trademark registration while trademark infringement case is
found lesser. Almost all criminal cases are trademark infringement. Mostly it is a lawsuit against
a seller who violates trademark rights and most of the defendants plead guilty.

Q2.

Under the Trademark Act BE 2534, (Article 44)' only the owner of a registered trademark of
the Kingdom of Thailand is entitled to the exclusive right to use the trademark with the
registered goods. Under the aforesaid act, trademark infringement may subject to criminal
offense only infringements of trademarks which are registered in the country. The owner of the
unregistered trademark has neither right to sue for trademark infringement nor to claim for tort
damages, except the case of passing off (Article 46). However, the Trademark Act BE 2534
lacks of provision to describe which acts is considered Trademark infringement. Therefore, the
provisions on Tort in the Civil and Commercial Code shall apply mutatis mutandis.

Nevertheless, according to Article 273 — 275 of the Criminal Code, there are provisions
regarding the infringement of registered trademarks, whether registered in or out of the kingdom,
in case of fake, imitated trademarks, selling fake products with fake, imitated trademarks. In
addition, Article 271 (1) may apply to the case of passing off unregistered trademark. In the
meantime, criminal offense could be considered tort, under Article 420 of the Civil and
Commercial Code.

Q3.

Under the Trademark Act of Thailand, there is no provision regarding the right to file a
lawsuit by a licensee. However, according to the precedent of the Supreme Court, only the
exclusive licensee has the right to file a lawsuit in copyright infringement even in criminal cases.
The precedent may be applied in the trademark case, likewise. Yet, there is no judgment
regarding sole licensee and non - exclusive licensee. (Nevertheless, there might be an opinion
that such person has no right to file a lawsuit directly but being authorized by the trademark
owner to do so.)

1
Section 44. Subject to Sections 27 and 68, a person who is registered as the owner of a trademark shall have the exclusive right to use it for the goods for

which it is registered.



Q4.

According to the first trademark, “Dolfin” is a word with the same alphabets as “DolfiN”.

The only difference is N in capital letter. Being adhered to garments, general consumers in public
are likely to be deceived. Therefore, “Dolfin” is likely to infringe the trademark “DolfiN” of
Tuna Corporation.

According to the second trademark, almost all of the letters in trademark “DolfhiN” are quite
similar to “DolfiN”. The difference is adding and “h” but the pronunciation of each trademark is
the same. Being adhered to garments, general consumers in public are likely to be deceived.
Therefore, “DolthiN™ is likely to infringe the trademark “DolfiN” of Tuna Corporation.

As for the third trademark, almost all of the letters in trademark “Dolphin™ are quite similar to
“DolfiN”. The difference is replacing an “f” by “ph” but the pronunciation of each trademark is
the same. Being adhered to garments, general consumers in public are likely to be deceived.
Therefore, “Dolphin” is likely to infringe the trademark “DolfiN” of Tuna Corporation.

As for the fourth trademark, “Dollfine” has quite similar letters to “DolfiN” with an additional
“I” in the middle and an “e” at the end whereas the capital N is replaced by a lowercase n. Even
though the pronunciation will become “faln”, the appearance between both trademarks is quite
close. Being adhered to garments, general consumers in public, without adequate consideration,
can be easily deceived. Therefore, “Dollfine” is likely to infringe the trademark “DolfiN” of
Tuna Corporation.

In the fifth trademark, “DollerfiNance”, despite more alphabets and more syllables, the order of
letters and the accent in particular capital letters make it look close to “DolfiN”. Looking at
“DollerfiNance” by a glance, it is likely to be misled. This also implies mala fides considering
how this trademark is used. Being adhered to garments, general consumers in public, without
adequate consideration, can be easily deceived. Therefore, “DollerfiNance” is likely to infringe
the trademark “DolfiN” of Tuna Corporation.

For the sixth trademark which is the word meaning dolphin in Thai language, it could be “Loma”
or “laun”. In appearance, it is totally different from “DolfiN”. The pronunciations of both
trademarks are also different. On the other hand, the trademark “DolfiN” has no meaning but
has as same pronunciation as “Dolphin”. Therefore, trademark “Loma” or “lann” does not
infringe trademark “DolfiN” of Tuna Corporation.

The seventh trademark is “@aalu’or “@a@u” which is the word pronounced “dolphin” in Thai
alphabets. It is considered trademark infringement because even though it is written by Thai
alphabets, it is pronounced like “DolfiN”. When it is being adhered to garments, general
consumers in public, can be easily misled that it has the same owner or origin as those with
“DolfiN” trademark.
I

The eight trademark comes in an illustrator of dolphin, as example, (This example is from
https://pixabay.com/en/dolphin-mammal-sea-life-fish-blue-311028/) This is not considered a
trademark infringement because it is not close to “DolfiN” and may not mislead people in public
to think that the goods come from the same origin as “DolfiN”. The reasons are because 1) the
appearance of both trademarks are totally difference, 2) the word “DolfiN” does to refer to
dolphin but only has the same pronunciation.

The ninth trademark is “I love DolfiN but it’s too expensive”. In this case, the sentence is used in
other way than trademark. It creates pattern, ornament to the goods but it does not represent the



owner, origin of the goods. In this case, it is used as a parody. However, the sentence includes
“DolfiN” which, in this situation, becomes “trademark dilution”. It may be considered trademark
infringement but there is no provision regarding such matter in Trademark Act of Thailand.

Qs.

In order to determine the similarity between trademarks, Thai court considers that whether the
people in public who use such goods are confused or misled in the ownership, origin of the
goods. There are factors to consider as follow:

1 The overall image of the trademark, appearance, pronunciation, and, in some
cases, meaning. In some situations, the overall image of trademarks in dispute
are different but substantial, e.g. part of design that make people recognize,
pronunciation, are quite similar. This could mislead or confuse consumers on the
owner/origin of the goods for they might think that the latter trademark is the
modification of the former logo. It is also important to consider the language of
the trademark. For example, the trademark in foreign alphabets might be difficult
for people who do not keen on foreign language to differentiate. In addition, it is
also important to consider the correlation between goods and consumers. For
example, if the goods are medical equipment, architect stationary, the
consumers of such products seems to be educated persons. So it is more likely
that they will not get confused easily. On the contrary, if the products are normal
products and there are various groups of consumer, there is more possibility
that consumers will be misled.

2 Intention of the user of the latter trademark. As example, if the former
trademark is registered in an illustration of an animal or a simple word, even
though the exclusive right is granted, it is not extended so far from what it was
registered to. Therefore, it is also important to consider that even though the
latter trademark is close to the former but if the owner can adequately
differentiate, it does not confuse or mislead consumer.

Qo.

In order to consider the similarity of the trademarks in dispute, the criteria are also those
factors mentioned in the answer of the previous question. Therefore, consideration and
comparing trademarks from registrations without seeing them on the real goods, or consideration
and comparing trademarks on the goods must be on the same criteria. In addition, it might show
the intention of the trademark owner. In case the infringed trademark is not well known, it is
possible that the owner of the latter trademark has no intention to infringe. However, according
to the Strict Liability doctrine, it is still considered trademark infringement. If the trademark is
well known in the US or Japan, it is easy to believe that, at least, the owner of the latter
trademark has more bad faith than the first case. Therefore, the damages might be higher.

Q7.
According to Section 63 of Trademark Act, the registrar may petition to the Board to cancel a
trademark registration if it is proved that the owner of the trademark had no bona fide
intention to use the trademark with the goods for which it was registered and in fact there was no
bona fide use whatsoever of the trademark for such goods or that during the three years prior to
the petition for cancellation there was no bona fide use of the trademark for the goods for which
it was registered. (Section 63)* According to the question, the trademark is different by using

2 Section 63; Any interested person or the Registrar may petition the Board to cancel a trademark registration if it is proved that at the

time of registration the owner of the trademark had no bona fide intention to use the trademark with the goods for which it was



different font but the pronunciation is still the same. Therefore, it is considered that the new
trademark with new font is still under the umbrella of the registration because it is a trademark of
word, not picture. Consequently, it is not considered that Tuna did not use registered trademark
which becomes the cause to cancel the trademark.

The answer is that there is no impact on both the similarity of the trademark and the
infringement, which is the consequence of the first issue because if the latter trademark does not
mislead or confuse people in public, it does not infringe the former trademark. The criteria to
consider similarity of the trademarks are mentioned in the answer of question 5.

Q8.

Under the Trademark Act of Thailand, trademark registration petition is under the supervision
of registrar, In case of the petition for “DolfiN” trademark, the process is as follows:

1 The registrar rejects the trademark registration petition because of the similarity to
“Dolphin” which is already registered.

2 Tuna argue the rejection with the reason that “Dolphin” is an English word referring to a
kind of sea mammal but “DolfiN” is a word without exact meaning. In addition, the word
“DolfiN” comprises of a capital N. Therefore, it is not similar to the trademark “Dolphin”.
Consequently, the trademark “DolfiN” will be registered.

3 After having registered, Tuna can sue Sardine for trademark infringement because the
trademark “DolphiN” and “Dolphin” are similar to its trademark.

Qo.

Under the Thai Trademark Act, the owner of the trademark which is not registered has no right
to file a lawsuit for right protection or damages from trademark infringement of unregistered
trademark except in the case of passing off.” Therefore, to consider the issue of passion off,
it 1s essential to consider the use of trademark on goods. However, this is not mentioned
directly in the Thai Trademark Act but the Thai courts follow the doctrine from Common
Law countries which consider that

1. Does the trademark claimed to be infringed has goodwill?

2. Whether it is a passing off or an attempt to mislead, confuse people in public on the
owner of the trademark or origin of the goods? and

3. Does it cause damage to such goodwill not?

registered and in fact there was no bona fide use whatsoever of the trademark for such goods or that during the three years prior to the
petition for cancellation there was no bona fide use of the trademark for the goods for which it was registered unless the owner can
prove that such non-use was due to special circumstances in the trade and not to an intention not to use or to abandon the trademark

for the goods for which it was registered.

3 Section 46; No person shall be entitled to bring legal proceedings to prevent or to recover damages for the infringement of an unregistered
trademark. The provisions of this Section shall not affect the right of the owner of an unregistered trademark to bring legal proceedings

against any person for passing off goods as those of the owner of the trademark.



